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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1, 3 & 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 recites the subcombination of a planter 
receptacle; however, claims 3-4 recite the combination of a planter receptacle and at 
least one vertical support member of a railing (note, claim 3 positively recites that the 
stabilizing means at least partially surrounds said at least one vertical support member 
of said railing, and claim 4 positively recites that the walls at least partially surround said 
at least one vertical support member of said railing). Therefore, the scope of the claims 
is inconsistent, and thus, the claims should be amended to consistently recite the 
combination or the subcombination. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-6,11,12,16,40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DuMars et al. (5741339) in view of Reed (6655083). 
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For claim 1 , DuMars et al. teach a planter receptacle comprising a front wall 60; a 
back wall 62; first and second spaced-apart side walls 56,58, wherein the front wall is 
connected to the first and second side walls, and the back wall is connected to the first 
and second side walls, forming an enclosure with the front wall, back wall, and first and 
second side walls (see fig. 6); and stabilizing means 57,59 for providing horizontal 
stability, wherein the receptacle is adapted to be suspended by a hanging means from a 
railing comprising at least one vertical support member (note, the receptacle of DuMars 
is adapted to be suspended if one wishes to do so since the language of "adapted" is 
functional). However, DuMars et al. are silent about hanging means such as chain that 
can be attached to the at least one non-vertical support member and the stabilizing 
means can remain detached from the at least one vertical support member. 

Reed teaches the same field of endeavor of a planter 10 in which Reed 
suspends his planter by using chain 19 to a support structure. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
employ chain as taught by Reed to suspend the planter receptacle of DuMars et al. in 
order to elevate the planter receptacle for decoration purposes and to also further 
secure the planter receptacle to a structure by using the chain. Note, once the chain is 
employed in DuMars, the functional limitation of "whereby said hanging means can be 
attached...". 

For claim 2, DuMars et al. as modified by Reed (emphasis on DuMars et al.) 
further teach a bottom wall 54, wherein the bottom wall forms at least a portion of the 
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underside of the enclosure formed by the front wall, the back wall, and the first and 
second side walls (see fig. 7 of DuMars). 

For claim 3, DuMars et al. as modified by Reed (emphasis on DuMars et al.) 
further teach the stabilizing means at least partially surrounds the at least one vertical 
support member (see col. 5, 30-35 of DuMars, which they teach that the holes 57,59 are 
to be provided with reinforcing bar, which is considered to be a vertical member, and the 
holes are intended for some sort of vertical support member to fit therethrough). Note 
also the 1 12 rejection above. 

For claim 4, DuMars et al. as modified by Reed (emphasis on DuMars et al.) 
further teach the stabilizing means comprises at least one interior wall (figs. 6 & 8, the 
wall where line 5-5 is drawn through) connected to the first and second side walls 
between the front and back walls, creating a first enclosure formed by the front wall, the 
at least one interior wall, and a portion of the first and second side walls (see figs. 6 & 
8), and a second enclosure formed by the at least one interior wall, the back wall, and a 
portion of the first and second side walls, wherein the at least one interior wall, the back 
wall, and the portion of the first and second side walls at least partially surround the at 
least one vertical support member of the railing when the planter receptacle is 
suspended from the railing (see col. 5, lines 30-35 of DuMars, which they teach that the 
holes 57,59 are to be provided with reinforcing bar, which is considered to be a vertical 
member). Note also the 1 12 rejection above and the optional language of "when". 
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For claim 5, DuMars et al. as modified by Reed (emphasis on DuMars et al.) 
further teach wherein the at least one interior wall is substantially parallel to the back 
wall (see fig. 6). 

For claim 6, DuMars et al. as modified by Reed (emphasis on DuMars et al.) 
further teach a bottom wall 71 , wherein the bottom wall forms at least a portion of the 
underside of the first enclosure formed by the front wall, and the at least one interior 
wall, and a portion of the first and second side walls (see figs. 6-8). 

For claim 1 1 , DuMars et al. lack connecting means. In addition to the above, 
Reed further teaches a connecting means 1 7 attached to one of the walls of his planter 
to enables engagement with the chain 19. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to employ connecting means 
as further taught by Reed attached to one of the walls of the receptacle of DuMars et al. 
as modified by Reed in order to provide a connection point between the chain and the 
receptacle so as to hang or further support the receptacle. 

For claim 12, since the connecting means of Reed is like a screw, one can 
unscrew it to not go all the way in the receptacle, thus, making it vertically adjustable 
with respect to the walls of the receptacle by screwing it up and down. Therefore, 
DuMars et al. as modified by Reed teaches the connecting means is vertically 
adjustable. 

For claim 16, the hanging means of DuMars et al. as modified by Reed can 
functionally enables the receptacle to be positioned at various height if one wishes to do 
so. Note the functional recitation of "enables... to be positioned". 
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5. Claims 17-22,27,28,32,33,40,41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DuMars et al. (as above) in view of Reed (as above) and Tilton 
(6796539). 

For claims 17 & 32, as explained above, DuMars et al. teach the planter 
receptacle and Reed teaches the hanging means. However, DuMars et al. lack the 
feature of the railing comprising a top rail and vertical support member. Tilton teaches 
the same field of endeavor of a planter and a railing assembly, the assembly comprising 
a top rail/rail cap 37 and vertical support members 11,12. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to employ the 
railing with a top rail and vertical support members as taught by Tilton to support the 
planter receptacle of DuMars et al. as modified by Reed in order to provide a support for 
the receptacle and to mount on the railing for decorative purpose. Note, since DuMars 
already teaches that some sort of supporting member is to go through the holes 57,59, 
by putting the vertical support member of Tilton does not change the function of the 
planter receptacle of DuMars since DuMars states to further support the weight of the 
planter receptacle (col. 5, lines 30-35 of DuMars). In addition, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
connect the hanging means of DuMars et al. as modified by Reed and Tilton to the rail 
cap, depending on where the strongest point on the railing to support maximum load. 

For claim 18, see claim 2 above. 

For claim 19, see claim 3 above. 

For claim 20, see claim 4 above. 
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For claim 21 , see claim 5 above. 

For claim 22, see claim 6 above. 

For claim 27, see claim 1 1 above. 

For claims 28,40 & 41, see claim 12 above. 

For claim 33, see claim 16 above. 

For claim 40, see claim 16 above. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-6,11,12,16-22,27,28,32-33,40,41 
have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Son T. Nguyen whose telephone number is 571-272- 
6889. The examiner can normally be reached on Mon-Thu from 10:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter M. Poon can be reached on 571-272-6891. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). . 
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Primary Examiner 
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